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DETAILED ACTION 

1. Applicant's election with traverse of multiple sclerosis (Group ll-C) as the disease species in Paper No. 
15, filed 4/3/03, is acknowledged. 

Applicant traverse on the ground that the disease species all require treatment with gp39 antibodies 
and that the effectiveness of each treatment can be similarly determined by assaying disruption of 
/ CD40/gp39 signaling. 

As pointed out previously in the last Office Action (Paper No. 13), the disease species are distinct 
because the pathological conditions differ in etiologies and therapeutic endpoints. 

Applicant's previous election with traverse of Group II (claims 2-7) in Paper No. 12 was acknowledged. 
The traversal was on the ground(s) that Groups II / III /IV should be examiner together because all of these 
claims are directed to the use of anti-gp39 antibodies having a novel non-agonistic property. Inventions 
I l/l l/l V are different methods of use, which require different ingredients, process steps and endpoints. 
Therefore, they are patentably distinct. This was not found persuasive because of the reasons of record. 

The requirement was still deemed proper and was therefore made FINAL 

Claims 2-5 as they read on treating multiple sclerosis with anti-gp39 antibodies are under consideration 
as the elected invention. 

For examination purposes, claim 3 is being included only to the extent that IL-2 secretion would be a 
by-product of the inflammatory response of multiple sclerosis or a property of anti-gp39 (anti-CD40 ligand) 
antibodies in the claimed methods. IL-2 secretion itself does not cause multiple sclerosis. 

Claims 1 and 6-15 are withdrawn from consideration as they read on non-elected inventions and 
species. 

2. The filing date of the instant claims is deemed to be the filing date of the provisional application 
60/209,584, filed 6/6/00. 

Applicant cannot claim priority USSN 08/554,950, filed 11/7/95, now U.S. Patent No. 6,001,358, which 
issued 12/14/99 because there was no copendency between the instant USSN 09/874,141 and USSN 
08/554,950. 

Applicant should amend the first line of the specification to delete the reference to the asserted priority 
document USSN 08/554,850. 
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4. The application is required to be reviewed and all spelling, TRADEMARKS, and like errors corrected. 

Trademarks should be capitalized or accompanied by the ™ or ® symbol wherever they appear and be 
accompanied by the generic terminology. Although the use of trademarks is permissible in patent 
applications, the proprietary nature of the trademarks should be respected and every effort made to 
prevent their use in any manner which might adversely affect their validity as trademarks. 

Appropriate corrections are required 

5. Claims 2-5 are rejected under 35 U.S.C. § 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

A) Claims 2-5 are indefinite in the recitation of "modulating" because the claims fails to state the 
function which is to be achieved. The term "modulating" is relative in nature, which renders the claims 
indefinite. The term "modulating" is not defined by the claims; the specification does not provide a 
standard for ascertaining the direction, requisite degree or endpoint, and one of ordinary skill in the art 
would not be reasonably apprised of the metes and bounds of the invention 

B) Claim 3 is indefinite in that IL-2 secretion may be a byproduct of the inflammatory response of 
multiple sclerosis (as well as the other diseases and conditions encompassed by the broad claims), but IL- 
2 secretion itself does not cause multiple sclerosis (or the other diseases and conditions encompassed by 
the broad claims). 

Applicant should delete this claim or at least the recitation of "caused by IL-2 secretion". 

If applicant intends to claim certain functional characteristics of anti-gp39 antibodies in the claimed 
methods, then applicant should claim such functions in a less ambiguous and confusing manner. 

C) Applicant should specifically point out the support for any amendments made to the disclosure. 
See MPEP 714.02 and 2163.06 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 1 02 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351 (a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

7. Claims 2-5 are rejected under 35 U.S.C. § 102(a)(e) as being anticipated, by Black et al. (U.S. Patent 
No. 6,001,358) (see entire document). 

Black et al. Teach methods of treating disease condition wherein gp39 inhibition is therapeutically 
beneficial (columns 13-14 and 31-34), including multiple sclerosis with column 14, line 40 and column 32, 
line 67) with antibodies that bind gp39 (CD40 ligand), which block signals delivered via CD40 (See 
Examples 2, 3 columns 22-23; Examples 1 1-17 on columns 28-38 (see entire document). 

Applicant is reminded that no more of the reference is required than that it sets forth the substance of 
the invention. The claimed functional limitations would be inherent properties of the referenced methods to 
treat multiple sclerosis with anti-gp39 (anti-CD40 ligand antibodies). It does not appear that the claim 
language or limitations result in a manipulative difference in the method steps when compared to the prior 
art disclosure 

For examination purposes, claim 3 is being included only to the extent that IL-2 secretion would be a 
by-product of the inflammatory response of multiple sclerosis or a property of anti-gp39 (anti-CD40 ligand) 
antibodies in the claimed methods. IL-2 secretion itself does not cause multiple sclerosis. 

8. Claims 2-5 are rejected under 35 U.S.C. § 102(e) as being anticipated by Noelle et al. (U.S. Patent No. 
6,328,964) (see entire document). 

Noelle et al. teach methods of treating T cell mediated disorders such as multiple sclerosis with anti- 
gp39 (anti-CD40 ligand) antibodies (See entire document; including Summary of the Invention on column 
2; T Cell Mediated Autoimmune Diseases on column 3 and Claims 1-6) 

Applicant is reminded that no more of the reference is required than that it sets forth the substance of 
the invention. The claimed functional limitations would be inherent properties of the referenced methods to 
treat multiple sclerosis with anti-gp39 (anti-CD40 ligand antibodies). It does not appear that the claim 
language or limitations result in a manipulative difference in the method steps when compared to the prior 
art disclosure 
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For examination purposes, claim 3 is being included only to the extent that IL-2 secretion would be a 
by-product of the inflammatory response of multiple sclerosis or a property of anti-gp39 (anti-CD40 ligand) 
antibodies in the claimed methods. IL-2 secretion itself does not cause multiple sclerosis. 

9. No claim allowed. 

10. Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Phillip Gambel whose telephone number is (703) 308-3997. The examiner can normally be 
reached Monday through Thursday from 7:30 am to 6:00 pm. A message may be left on the examiner's 
voice mail service. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Chan can be reached on (703) 308-3973. Any inquiry of a general nature or relating 
to the status of this application should be directed to the Technology Center 1600 receptionist whose 
telephone number is (703) 308-0196. 

Papers related to this application may be submitted to Technology Center 1600 by facsimile 
transmission. Papers should be faxed to Technology Center 1600 via the PTO Fax Center located in 
Crystal Mall 1 . The faxing of such papers must conform with the notice published in the Official Gazette, 
1096 OG 30 (November 15, 1989). The CM1 Fax Center telephone number is (703) 305-3014. 



Phillip Gambel, PhD. 
Primary Examiner 
Technology Center 1600 
June 27, 2003 




